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You would think that if an invention, literary, dramatic, musical, artistic or other creative work is 
your idea and you are simply paying someone else to bring it to life that it will ultimately belong 
to you. Many companies and individuals make the mistake of assuming that because they have 
contracted with someone to provide them with code, software, a website, or a design or another 
form of creative work, that they will own the copyright to that work. The reality is more 
complicated than that. 

Contrary to what most might think, the Copyright Act (Canada) (the “Act”) begins with the 
assumption that an author (the coder or website designer etc.) of a work will be the first owner 
of the copyright to that work. 
 
The repercussions of this legislation can have serious implications. Long legal battles have 
been fought over copyright ownership. It is therefore essential to ensure that the product you 
have paid for, whether by paying an employee their salary or entering into a contract with a third 
party, is truly yours. 

Employees 
 
The Act has several exceptions to the general rule that an author of a work is the first owner of 
the copyright to that work. 
 
The most common exception is when a work is made in the course of employment. The Act 
provides that the employer will be the first owner of the copyright in the work where: 
 

 the author of the work is in the employment of some other person under a contract of 
service or apprenticeship; 

 the work was made in the course of the employment by that person; and 

 there is no agreement to the contrary. 
 
This test may appear simple, but it can be extremely nuanced. For example, when does the 
‘course of employment’ end? What happens if a work is completed during non-working time, but 
the employee is using company property that the employee would normally not have access to 
complete the work? 
 
There is no simple answer to these questions. The above test is applied by the courts on a case 
by case basis to determine who owns the copyright to the work. 
 
A simple and effective way to resolve this issue is for the employer to include an intellectual 
property provision in their employment agreement. This provision can be worded broadly to 
afford the employer with the greatest possible protection. While such a provision cannot grant 
absolute protection, if drafted properly, it can often help end legal arguments in their early 
stages. 
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Independent Third Parties 
 
The ownership of works created by hired independent contractors is treated differently than 
works created by employees in the course of their employment. Without an agreement 
containing a specific clause to the contrary, works created by independent contractors are 
assumed to remain with the author/creator of the work. 
 
Companies may be surprised to find out that the underlying code to their website or the software 
comprising their commercial products does not belong to them, unless they contracted 
otherwise. 
 
Protection: It’s in the Contract 
 
Every contract where intellectual property is created by one party for another party should 
include provisions whereby the author assigns his or her or its rights to the work, copyright or 
otherwise, to the party that hired them to do the work. This includes employment agreements or 
any agreements with third parties. 
 
In some instances, it may be prudent to have individuals employed by a company hired to 
create the work to assign their intellectual property rights personally to the party that hired the 
work to be done. This is prudent action if you are unsure if a person who worked on the project 
is an employee of the company. 
 
If a company that is hired to create a work outsources some of the tasks to third parties, the 
contract will need to include a provision that the company is responsible for having third parties 
sign the intellectual property assignment agreement prior to beginning any work on the project. 
 
An indemnity provision should also be included requiring the hired company to indemnify the 
hiring party for any damages caused if the hired company does not the intellectual property to 
the work. A hired company may not own all the copyright if they hire a third party to complete 
some of the work or if they used previously copyrighted materials. 
 
Moral Rights 
 
Moral rights are distinct from copyrights. The Act defines moral rights as the author’s right to the 
integrity of the work and the author’s right to be associated with the work. Moral rights cannot be 
assigned. Any contract assigning the copyright in a work to another person should include a 
provision whereby the author specifically waives his or her moral rights to the work. A waiver of 
an author’s moral rights is important to allow the purchaser of the work the freedom to alter the 
work as it sees fit. 
 
Conclusion 
 
A simple, but perhaps the most important point is to always ensure you have a contract with 
specific intellectual property provisions in place before the work begins. 
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Once a contract is entered into without an intellectual property provision, it will be difficult to get 
the other party to agree to assign their intellectual property rights, as they will be getting no 
additional consideration in return. 
 
Ultimately, innovation, creativity and artistry should be provided an opportunity to flourish 
unencumbered by legal wrangling. Understanding how to ensure those ideas and eventual 
outcomes are protected should always be top of mind. We can help provide you with a contract 
that will safeguard you and the value of your idea. 
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